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DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains tine following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCI Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-9, drawn to a process of forming. 
Group II, claim(s) 10-18, drawn to a product. 

The inventions listed as Groups I and II lack unity of invention because even 
though the inventions of these groups require the technical feature of a method 
including the steps of passing a steel strip through a molten bath of metal and forming a 
coating of metal having spangles on at least one side of the strip, skin pass rolling the 
strip to suppress and obscure the spangle and brushing the skin pass rolled metal steel 
strip 

This technical feature is not a special technical feature as it does not make a 
contribution over the prior art in view of Konishi et al (EP 0483810 A2). Konishi et al. 
teach a method of producing galvanized steel sheets including the steps of passing the 
steel through a hot dip metal pot {considered to be a molten bath where spangles form 
on at least one surface, figure 1 #6), skin pass rolling {considered to suppress and 
obscure the spangles, figure 1 #10), and brushing the skin pass rolled metal coated 
steel strip {page 5 lines 1-5). See also page 4 lines 46-55. It is noted that Knoishi 
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contemplates the positioning of the skin pass roller in a number of positions down 
stream from the skin pass roller but prior to the delivery side looper {page 5 lines 1-5 
and figure 1 #13). 

During a telephone conversation with James Schwidker a provisional election 
was made without traverse to prosecute the invention of Group I, claims 1-9. 
Affirmation of this election must be made by applicant In replying to this Office action. 
Claims 10-18 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant Is reminded that upon the cancellation of claims to a non-elected 
Invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
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be allowable, the rejoined claims must meet all criteria for patentability Including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, In order to retain the right to rejoinder in accordance with the 
above policy, applicant Is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
Is withdrawn by the examiner before the patent Issues. See MPEP § 804.01 . 

Claim Rejections - 35 USC § 102 

2. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made In this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1,4, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
EP 0483810, hereafter EP 810. 

EP 810 discloses a method for forming a metal coated steel strip having a 
brushed finish discloses passing the steel strip through a Zn-AI molten metal bath and 
forming a galvanized coating, using a skin pass roll after the metal bath treatment and 
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thereafter brushing the metal strip (see e.g. page 3, examples). As for the requirement 
of spangles, the prior art discloses the same galvanization bath as claimed by the 
applicant and therefore must necessarily have spangles. Additionally, as for the 
requirement of suppressing or obscuring spangles, the prior art discloses skin roll 
passing the steel sheet after the molten metal treatment and therefore teaches each 
and every process step as claimed in claim 1 and therefore must necessarily result in 
some degree of suppression or obscuring unless the applicant is performing other 
process steps that are not presently claimed. 

Claim 4: EP 810 discloses a metal brush roll (page 3). 

Claim 8: EP 810 discloses Zn-AI alloy as discussed above. 

4. Claims 1,4, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Patent 6440582 by McDevitt et al, hereafter McDevitt as evidenced by JP 05- 
261414A. 

McDevitt discloses a method for coating a metal steep strip discloses hot dipping 
a metal strip into galvalume coating, temper rolling (skin pass roll, see JP 05-261 41 4A 

discloses temper rolling uses skin pass mill rolls) and thereafter brushing the metal strip 
to form a brushed metal strip (entire reference). See for examples the prior art 
reference which discloses that it is known to temper the steel strip after a molten metal 
treatment, specifically, column 2, lines 5-15. 

Claim 4: McDevitt discloses brush rolling. 
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Claim 8-9: McDevitt discloses Galvalume coating (Zn-AI) which produces 
spangles and it necessarily includes an additive that forms spangles as broadly claimed. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
810 in view of JP 40201514, hereafter JP 514. 

EP 810 discloses skin pass rolling but fails to disclose the surface roughness, 
however, JP 514 discloses using a surface roughness for the skin pass roll to provide 
the desired surface roughness of the steel strip, i.e. the surface roughness of the skin 
pass roll is known result effective variable and it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to determine the 
optimum value for the surface roughness of the skin pass roll, since it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Additionally, JP 514 discloses using a surface roughness in the range as claimed 
and therefore taking the references collectively, it would have been obvious to use the 
surface roughness of as taught by JP 514 in the process of EP 810 with a reasonable 
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expectation of success because such is taught by JP 514 as known and suitable in the 
art of galvanization treatment. 

7. Claims 1 , 4, 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6440582 by McDevitt et al, hereafter McDevitt as evidenced by JP 05- 
261414A. 

McDevitt discloses all that is taught above, however, the reference discloses 
modifying the molten metal bath to minimize the spangles so as to eliminate the need 
for the temper roller (i.e. the skin pass roll), however, one of ordinary skill in the art at 
the time of the invention would have predicted successful results in using the skin pass 
roll after any molten metal bath because McDevitt suggests that the skin pass roll is 
used to minimize the spangles on the surface of the steel strip after molten metal 
treatment. 

8. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McDevitt as evidenced by JP 05-261 41 4A in view of JP 40201514, hereafter JP 514. 

McDevitt is applied here for the same reasons as set forth above, however, the 
reference fails to disclose the surface roughness. JP 514 discloses using a surface 
roughness for the skin pass roll to provide the desired surface roughness of the steel 
strip, i.e. the surface roughness of the skin pass roll is known result effective variable 
and it would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to determine the optimum value for the surface roughness of 
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the skin pass roll, since it has been held that discovering an optimum value of a result 
effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 

Additionally, JP 514 discloses using a surface roughness in the range as claimed 
and therefore taking the references collectively, it would have been obvious to use the 
surface roughness of as taught by JP 514 in the process of McDevitt with a reasonable 
expectation of success because such is taught by JP 514 as known and suitable in the 
art of galvanization treatment. 

9. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 6440582 by McDevitt et al, hereafter McDevitt as evidenced by JP 05-261 41 4A 
alone or in view of WO 84/01909, hereafter WP 909. 

McDevitt discloses painting after the brush treatment and it would have been 
obvious to one of ordinary skill in the art to have selected the appropriate paint to 
provide the desired coating characteristics because such is well within the skill of one 
ordinary in the art. Specifically, the claimed paints are known and suitable in the art and 
the selection of the appropriate paint for the desired results is within the skill of one 
ordinary skill in the art. 

Alternatively, WO 909 discloses known and suitable coatings for steel sheets and 
therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified McDevitt to deposit the coatings as taught by WO 909 with a 
reasonable expectation of predictable results. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. JP 05-261 41 4A discloses temper rolling uses skin pass mill rolls. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID TUROCY whose telephone number is (571 )272- 
2940. The examiner can normally be reached on Monday-Friday 8:30-6:00, No 2nd 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David Turocy/ 
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